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-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 



WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1.36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 19 July 2007 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters,. prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.3-10 and 12-19 is/are pending in the application. 

4a) Of the above claim(s) £9 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1.3-5:10 and 12-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

This Office action is in response to the amendment filed July 19, 2007 in which 
claims 1, 3 and 10 were amended, claims 12-19 were added and claims 2 and 11 were 
canceled. 

The indication of allowable subject matter is withdrawn in view of the newly 
discovered prior art. 

Claim Rejections • 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 15 and 17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification does not support the 
limitation "or any combination thereof, with respect to the filler materials. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1, 3-5, 10, 12-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Khemani (US 6,573,340). 

Khemani teaches biodegradable polymer films and sheets suitable for use as 
laminate coatings as well as wraps and other packaging materials comprising at least 
one hard biopolymer and at least one soft biopolymer (see abstract). The biopolymers 
within the scope of Khemani's invention include synthetic polyesters, polycarbonates or 
polyester amides. Inorganic fillers may be incorporated to improve the dead-fold 
properties, reduce cost and decrease self-adhesion (see col. 6, lines 54-60; col. 7, lines 
1-6). At col. 8, lines 20-31 , Khemani lists various hard polymers that are within the 
scope of the present invention. Also at col. 10, lines 14-47, Khemani list soft polymers 
that fall within the scope of the present invention, particularly both Khemani and 
Applicant rely upon the aliphatic-aromatic copolyesters of Warzelhan (US 5,817,721). 
An aliphatic-aromatic copolyester known as EASTAR BIO 14766 has a tensile strength 
at break in the machine direction of 19 MPa (2755 psi) (see col. 10, lines 65-67 and col. 
1 1 , lines 1-9). See also polymers at col. 1 1 , lines 10-67. 

The filler used in the invention has a particle size from 0.01 micron to as large as 
about 2 mm (see col. 14, lines 40-43). The particle size or range of particle sizes of the 
inorganic fillers will depend on the wall thickness of the film, sheet, or other article that 
is to be manufactured from the polymer blend. In general, the larger the wall 
thickness, the larger will be the acceptable particle size. In most cases, it will be 
preferable to maximize the particle size within the acceptable range of particle sizes for 
a given application in order to reduce the cost and specific surface area of the 
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inorganic filler. For films that are intended to have a substantial amount of flexibility, 
tensile strength and bending endurance (e.g., plastic bags) the particle size of the 
inorganic filler will preferably be less than about 10% of the wall thickness of the film. 
For example, for a blown film having a thickness of 40 microns, it will be preferable for 
the inorganic filler particles to have a particle size of about 4 microns or less (see col. 
15, lines 30-44) 

The amount of particulate filler added to a polymer blend will depend on a variety 
of factors, including the quantity and identities of the other added components, as well 
as the specific surface area and/or packing density of the filler particles themselves. 
Accordingly, the concentration of particulate filler within the polymer blends of the 
present invention may be included in a broad range from as low as about 5% by 
volume to as high as about 90% by volume of the polymer blend. Because of the 
variations in density of the various inorganic fillers than can be used, it may be more 
correct in some instances to express the concentration of the inorganic filler in terms of 
weight percent rather than volume percent. In view of this, the inorganic filler 
components can be included within a broad range from as low as 5% by weight to as 
high as 95% by weight of the polymer blend (see col. 15, lines 45-60). The filler may 
be calcium carbonate, titanium dioxide, pumice, etc (see col. 15, lines 11-29). 

Khemani teaches the limitations of the claims other that the differences that are 
discussed below. 
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Khemani is silent with respect to the filler being essentially anhydrous. However, 
since Khemani teaches the same fillers as Applicant, it would be reasonable to expect 
that the fillers of Khemani would be essentially anhydrous. 

Khemani is silent with respect to the tensile strength of the biopolymers plus filler. 
However, Khemani teaches that the desired strength of the material determines the 
amount of filler to be added. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to optimize the proportions of the filler 
and biopolymers of Khemani through routine experimentation for the best results. As to 
optimization of results, a patent will not be granted based upon the optimization of result 
effective variables when the optimization is obtained through routine experimentation 
unless there is a showing of unexpected results which properly rebuts the prima facie 
case of obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 
1980). See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. 
Cir 1990), and In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

With respect to the population density of particles, Khemani teaches at col. 14 
that one of one of ordinary skill in the art would be able to determine the optimal level 
of particle packing that will optimize the packing density through routine testing (see 
col. 14, lines 56-65). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




-Cegfiia D. Toomer 
Primary Examiner 
Art Unit 1714 
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